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Application No. 
08/897,390 



Applicant(s) 



La Vail et al 



Examiner 



Robert C. Hayes 



Group Art Unit 
1645 



□ Responsive to communication(s) filed on . ■ 

□ This action is FINAL. 

□ Since this =P»«c«io„ is in condition ,o, a„o»ance except tor proton 8S ,o the nents . Cosed 
in accordance with the practice under Ex pane Quay*. 1935 CD. 1 1 , 453 O.h. 

A evened statutory period tor response ,0 this ^ «™£ ~ ^ 
XZ:^2^^~^ ^iSsTre mav b. chained under the provisions 0, 

37 CFR 1.136(a). 



Disposition of Claims 

K Ciaim(s) 1-38 



Of the above, claim(s) 

□ Ciaim(s) 

□ Claimfs) 

□ Claim(s) 



is/are pending in the application, 
is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



KJ Claims 1-38 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

0 The drawing(s) filed on . is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is ^PP^ed disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a) (d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
n received. 

□ received in Application No. (Series Code/Serial Number) ■ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

•"Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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1. 



DETAILED ACTION 
Election/Restriction 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
I. Claims 1-35, drawn to methods of treating a retinal neurons in a mammal 

comprising admimstenng neurotrophic factors, clashed in Class 514, subclass 12. 



II. Claims 36-38, drawn to methods of assessing 



the survival-promoting ability of an 



agent on retinal neurons 



or 



photoreceptors, classified in class 435, subclass 7.21 . 



2. The inventions are distinct, each from the other because of the following reasons: 
AUhough tere are no provisions under the section for "Relation of Inventions" in 
M P E P. 806.05 for taventive groups that are directed to different methods; restriction is deemed 
proper because these methods appear to constitute patently distinct inventions for the following 

reason: 

Groups HI are directed to methods of treating mammals w,th neurotrophic factors or to 
methods of determining the survival-promoting abil.ty of agents on retmal or photoreceptor cells. 
Each of these methods recmire physically and functionally distinct elements. For example, the use 

r ecep,ors than the chemically undefined agent molecules used m the detection method of Group 
„ and vtce versa; thereby, retiring different assay and search considerations. Moreover, albmo 
mammalian eyes are recurred in the method of Group II, whereas treatment of neurCegeneration 
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,„ any mammal is required in the methods of Group I. In other words, the methods of treating 
degeneration of retina, neurons in subjects of Group I require different adminrstration protocols, 
reagents, goals and subjects to treat, which are no. necessari.y required in Group II, and vice 
versa. These inventions are, therefore, patently distinct, since one is no, required for the other. 

Because these inventions are distinct for the reasons given above, they have acquired a 
separate status ,n the art as shown by their different ciassif.ca.ion, and the non-coextensiveness of 
,he search and examination for each group would consume an undue burden on the examiner .o 
search and consider each of the separable groups wi«h their recognized divergen. subjec. matter, 
restriction for examination purposes as indicated is proper. 

3. Applicant is advised fta. .he response ,o tins requirement ,0 be complete must include an 
election of .he invention to be examined even though the requirement be traversed. 

Applicant is reminded that upon the cancellation of claims .0 a non-elec.ed invention, ,he 
inventorship must he amended in compliance with 37 C.F.R. § 1.48(b) ,f one or more of the 
currently named inventors is no longer an inventor of a. least one claim remaining in the 
application. Any amendment of inven.orship mus, be accompanied by a ahgently-ffled petition 
under 37 C.F.R. § 1.48(b) and by the fee required under 37 C.F.R. § 1.17(h). 



A Please Note- In an effort to enhance communication with our customers and reduce 
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Restrictions. 

A™ inquiry concerning this conununicarion or earlier — icataa ■ 
Anthony Caputa, can be reached on (703) 3US 

(703) 308-4242. . t t _ of tn j s application or proceeding 




Robert C. Hayes, Ph.D. 
June 5, 1999 



